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Code not included in this action can be found 



Applicants are reminded that the specification and claim 9 defines one of the metal as 
Wo , which is clearly not intended. 

Newly submitted claims 25-33 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

The newly added claims define different species of inventions which would have been 
restricted out if originally present. The new claims contain subject matter which would make 
them distinct species from the original claims. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 25-33 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

NEW REJECTIONS: 

Claims 4, 7, 9, 17, 20, 23 and 24 are rejected under 35 U.S.C. 102(a) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Small et al. (398). 

Small et al. teach in section [0010]-[0029] and the claims, a polishing composition 
comprising metal oxide grains coated with a metal layer. The metals can include the claimed 
metals. The abrasive can be combinations of oxides, thus reading on a composite. 
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The claimed invention is anticipated by the reference because the reference teaches all of 
the claimed features defined by the rejected claims above. For example, all metals have a zero 
valence and since the claimed metals are defined by the reference no distinction is seen to exist. 
In the alternative, no patentable distinction is seen to exist between the reference and the claimed 
invention absent evidence to the contrary. Since all metals have a zero valence this aspect is 
encompassed by the reference. Assuming arguendo about the composite, the substitution of one 
abrasive materials for another is well within the level of ordinary skill ion the art. In other 
words, in view of this disclosure, one skilled in the art would have found it obvious to apply the 
metal coating on any known abrasive particle. 

Claims 1 1 and 13 are rejected under 35 U.S.C 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Webb et al. 

Webb et al. teach in the abstract and claims 1 1 and 12, a molded article (i.e. fixed 
abrasive) which comprises a metal oxide abrasive being coated with a metal layer. The metals 
can include the claimed metals. 

The claimed invention is anticipated by the reference because the reference teaches all of 
the claimed features defined by the rejected claims above. For example, all metals have a zero 

valence and since the claimed metals are defined by the reference no distinction is seen to exist. 

r 

With respect to the pad aspect, applicants are claiming a fixed abrasive and a molded article is 
clearly a fixed abrasive. The preamble limitation "polishing pad " is of no consequence 
when a composition (article) is the same. Ultimate intended utility does not make a 
composition patentable. See In re Pearson, 181 U.S.P.Q. 641. A fixed abrasive reads 
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on a polishing pad. In the alternative, no patentable distinction is seen to exist between the 
reference and the claimed invention absent evidence to the contrary. Since all metals have a zero 
valence this aspect is encompassed by the reference. 

Claims 1 1 and 13 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Andrews et al. 

Andrews et al teaches in sections [0023] and claims 7-9, a molded article (i.e. fixed 
abrasive) which comprises a metal oxide abrasive being coated with a metal layer. The metals 
can include the claimed metals. 

The claimed invention is anticipated by the reference because the reference teaches all of 
the claimed features defined by the rejected claims above. For example, all metals have a zero 
valence and since the claimed metals are defined by the reference no distinction is seen to exist. 
With respect to the pad aspect, applicants are claiming a fixed abrasive and a molded article is 
clearly a fixed abrasive. The preamble limitation "polishing pad " is of no consequence 
when a composition (article) is the same. Ultimate intended utility does not make a 
composition patentable. See In re Pearson, 181 U.S.P.Q. 641. A fixed abrasive reads 
on a polishing pad. In the alternative, no patentable distinction is seen to exist between the 
reference and the claimed invention absent evidence to the contrary. Since all metals have a zero 
valence this aspect is encompassed by the reference. 

Claims 1 1 and 13 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Everett et al. 
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Everett et al. teach in the abstract and the claims, a method of applying abrasives to a 
substrate (i.e. this is a fixed abrasive because the abrasives are fixed onto a substrate), said 
abrasives comprising a metal oxide abrasive being coated with a metal layer. The metals can 
include the claimed metals. 

The claimed invention is anticipated by the reference because the reference teaches all of 
the claimed features defined by the rejected claims above. For example, all metals have a zero 
valence and since the claimed metals are defined by the reference no distinction is seen to exist. 
With respect to the pad aspect, applicants are claiming a fixed abrasive and a molded article is 
clearly a fixed abrasive. The preamble limitation "polishing pad " is of no consequence 
when a composition (article) is the same. Ultimate intended utility does not make a 
composition patentable. See In re Pearson, 181 U.S.P.Q. 641. A fixed abrasive reads 
on a polishing pad. In the alternative, no patentable distinction is seen to exist between the 
reference and the claimed invention absent evidence to the contrary. Since all metals have a zero 
valence this aspect is encompassed by the reference. 

Claim 20 is rejected under 35 U.S.C. 103(a) as obvious over Everett et al. 

This reference discloses in column 3, lines 28-29, that any suitable abrasive can be coated 
and since composite abrasive are known abrasive particles, the substitution of one abrasive 
materials for another is well within the level of ordinary skill ion the art. In other words, in view 
of this disclosure, one skilled in the art would have found it obvious to apply the metal coating 
on any known abrasive particle. 
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Applicant's arguments with respect to the original claims have been considered but are 
moot in view of the new gfound(s) of rejection. 

The previous rejections have been withdrawn because the references do not teach or 
suggest abrasives having a metal layer thereon. 

Assuming arguendo about the newly submitted claims 25-26 and 33, they are clearly 
disclosed by at Small and claim 33 is clearly disclosed by at least one of the other references. 
Although claim 33 recites the intended use, this does not define a patentable distinction over the 
art (see case law above). However, new claims 27-32 are still distinct species of inventions 
because (1) the original claims never claimed any method which comprises using the 
composition as now claimed. The previous methods were merely methods of using a 
composition that comprises an abrasive having a metal bearing layer thereon and these methods 
were nominal methods of using. The new claims, however, use a metal being colloid which 
forms a coating or a solution that was never defined. These methods are much more 
comprehensive then previously claimed and would have been properly restriction out if 
present before. 

In view of the teachings as set forth above, it is the examiners position that the references 
reasonably teach or suggest the limitations of the rejected claims. 

"A reference is good not only for what it teaches but also for what one of ordinary 
skill might reasonably infer from the teachings. In re Opprecht 12 USPQ 2d 1235, 1236 
(CAFC 1989); In re Bode USPQ 12; In re LamberH 192 USPQ 278; In re Bozek 163 USPQ 
545, 549 (CCPA 1969); In re Van Mater 144 USPQ 421; In re Jacoby 135 USPQ 317; In re 
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LeGrice 133 USPQ 365; In re Preda 159 USPQ 342 (CCPA 1968)". In addition, "A 
reference can be used for all it realistically teaches and is not limited to the disclosure in its 
preferred embodiments" See In re Van Marter, 144 USPQ 421. 

Evidence of unexpected results must be clear and convincing. In re Lohr 137 USPQ 548. 
Evidence of unexpected results must be commensurate in scope with the subject matter claimed. 
In re Under 173 USPQ 356. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Claim 8 is o bjected to as being dependent upon a rejected base claim, but would be 
allowable if rewritte n in independent form including all of the limitations of the base claim 
and any intervening claims. The prior art of record fails to teach or suggest the feature of 
this claim. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark L Bell can be reached on (571) 272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more informatioa^out the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on ac^e$£to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 197^^^ee). 

Mick^je^H^archeschi 
Primary Examiner 
Art Unit 1755 
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12/04 



